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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Matrix Alliances, Inc. filed an application to register the
term MATRI X ALLI ANCES for “direct mail and tel emarketing
services” in International Cass 35. The application is based
upon a bona fide intention to use the mark in comerce.

Fol | owi ng publication of the mark, Matrixx Marketing, Inc.
tinmely filed a notice of opposition, on the ground that
applicant’s mark so resenbl es opposer’s previously used and
regi stered marks MATRI XX MARKETI NG i n connection with a variety

of services including telemarketing servi cesH and MATRI XX MARKET

! Reg. No. 1,558, 386 issued on Septenber 26, 1989, Section 8
affidavit accepted, Section 15 affidavit acknow edged, setting forth



WATCH in connection with a variety of services including
mar keti ng research services and conducting marketing studies for
others,EI both in International Class 35, as to be likely, if used
in connection with applicant’s tel emarketing services, to cause
confusion, or to cause m stake or to deceive.

In its original notice of opposition, opposer also alleged
that registration of this mark will create a fal se connection
wi th opposer under Section 2(a) of the Lanham Act and will result
in a “tarnishment” of opposer’s marks. Then under an amended
Notice of Qpposition, opposer charged that inasnuch as
applicant’s corporate status had all egedly been revoked by the
State of Nevada, applicant is no | onger a “person” as
contenpl ated by the Lanham Act, and hence is not entitled to a
regi stration under 15 U S. C. 81057 for MATRI X ALLI ANCES.
However, since none of these latter three all egations were argued
in opposer’s brief on final decision, we presune the only
remai ni ng ground for opposition is that of |ikelihood of
confusi on under Section 2(d) of the Act.

Appl i cant denied the salient allegations of |ikelihood of
confusion contained in the notice of opposition.

The record consists of the pleadings; the file of the

i nvol ved application; status and title copies of opposer’s two

Decenber 5, 1988 as the date of first use and first use in comerce.
The term “MARKETI NG’ is disclainmed apart fromthe mark as shown.

2 Reg. No. 1,788,952 issued on August 17, 1993, setting forth July
22, 1991 as the date of first use and first use in commerce. The term
“MARKET WATCH' is disclainmed apart fromthe mark as shown.



federal registrations and the testinony deposition of Mchael T.
Capi zzi, opposer’s vice-president of marketing and sal es support,
with related exhibits, all submtted under a notice of reliance.
Appl i cant submtted no evidence or testinony. Only opposer has
filed a brief and an oral hearing was not requested.

The record shows that opposer is one of the | argest
t el ephone marketing conpanies in the world. Qpposer, a custoner
servi ce outsourcing vendor, also provides tel ephone marketing and
mar keti ng research for its corporate clients. As one of the
worl d’ s | eadi ng provider of tel emarketing services, opposer
pronotes and sells its services to Fortune 1000 corporations
based in the United States as well as to large organizations in
Canada and Europe. Over a ten year period, opposer pronpted its
services under its MATRI XX nmarks in national publications, at
trade shows and through its own brochures and catal ogs which are
sent or delivered to both existing and potential corporate
clients.

Applicant’s principal business is in the health care and
financial services field. However, this is an intent-to-use
application on which no allegation of use has been filed. Hence,
the record is devoid of any evidence that applicant has actually
made use of the mark MATRI X ALLI ANCES for direct mail and

t el emarketi ng services.




As indi cated above, opposer made of record status and title
copies of its pleaded registrations for the marks MATRI XX
MARKETI NG and MATRI XX MARKET WATCH. Thus, there is no issue with

respect to opposer’s priority. King Candy Co., Inc. v. Eunice

King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

We turn then to the issue of likelihood of confusion. CQur
determ nation under Section 2(d) of the Trademark Act is based
upon an analysis of all of the probative facts in evidence that
are relevant to the factors bearing on the issue of |ikelihood of

confusion. Inre E.l. du Pont de Nenours & Co., 476 F.2d 1357,

177 USPQ 563 (CCPA 1973).

Turning first to a consideration of the respective services,
opposer is a well-known provider of tel emarketing services.
Because applicant’s recital of services includes tel emarketing
services, we nust assune the services are identical, and that
they will be offered in identical channels of trade to the exact
sane cl ass of purchasers.

Turning next to a consideration of the marks, we begin our
anal ysis of whether confusion is likely by keeping in mnd two
propositions set forth by the Court of Appeals for the Federal
Crcuit. First, “when marks woul d appear on virtually identical
goods or services, the degree of simlarity necessary to support

a conclusion of l|ikely confusion declines.” Century 21 Real

Estate Corp. v. Century Life of America, 970 F.2d 874, 23 USPQd

1698, 1700 (Fed. G r. 1992). Second, in articulating reasons for



reaching a conclusion on the issue of |ikelihood of confusion,
“there is nothing inproper in stating that, for rational reasons,
nore or | ess weight has been given to a particular feature of a
mar k, provided the ultimate conclusion rests on consideration of

the marks in their entireties.” In re National Data Corp., 753

F.2d 1056, 224 USPQ 749, 751 (Fed. Cr. 1985).

In considering the marks before us, both parties’ marks are
dom nated by the word “MATRI X’ or “MATRI XX.” Applicant’s MATRI X
ALLI ANCES mark is clearly dom nated by the word MATRIX.EI By the
sane token, registrant’s marks are dom nated by the word
“MATRI XX.” Regi strant has disclained exclusive rights to use the
wor ds MARKETI NG and MARKET WATCH, thereby acknow edgi ng t he
descriptiveness of these ternms. The record denonstrates that
quite frequently the word MATRI XX al one is used as a source
i ndi cator for opposer’s services, both by opposer itself and by
third parties in referring to opposer’s services. Simlarly, it
is safe to assune that upon applicant’s introduction into the
mar ket pl ace of its mark on these services, the word MATRI X al one
woul d be used by purchasers in referring to applicant’s
tel emarketi ng servi ces.

Clearly as to sound, “Matrix” and “Matri xx” are exact
phonetic equival ents. The words “MATRI X’ and “MATRI XX* are al so

virtually identical as to appearance. Wthin the contest of

3 Opposer’s witness also noted that in providing integrated
services to its clients, it often signs “alliance agreenments” with
ot her service vendors.



t hese conposite marks, it is unlikely that consuners woul d even
notice the mnor differences in the respective terns, i.e.,
MATRI X (single termnal letter “X’) versus MATRI XX (double letter
“X"). Accordingly we find that the dom nant portions of the
respective marks are phonetically identical and are virtually

i dentical in appearance.

Considered in their entireties as they nmust be, conparing
opposer’s marks MATRI XX MARKETI NG and MATRI XX MARKET WATCH with
applicant’s mark MATRI X ALLI ANCES, we find the commerci al
i npressi ons engendered by the respective parties’ marks to be
sufficiently simlar that, when the nmarks are used in connection
with legally identical services, confusion as to the origin or
affiliation of the services is likely to occur.

Qur conclusion that confusion is likely is strengthened by
the fact that, on this record, there are no third parties
utilizing marks, which are either identical or substantially
simlar to the marks at issue herein, in connection with
tel emarketi ng servi ces.

Mor eover, the record shows that opposer’s revenue in 1997
was $467 million, as reported in the annual report of G ncinnati
Bell, Inc., then opposer’s parent corporation. Gven this
significant | evel of revenue, and the recognition and strength
devel oped therein through opposer's appreciable advertising and
pronoti onal expenditures between 1988 and 1998, the record

reflects that opposer’s MATRI XX mar ks have becone rel atively well



known as source indicators for opposer's services, and thus
nmerits protection against imtation by applicant's MATRI X mark

for legally identical services. See Kenner Parker Toys Inc. v.

Rose Art Industries Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed. Cr.

1992).
Applicant, as the newconer, had the obligation to select a

mar k that woul d avoid confusion. See In re Hyper Shoppes (Chio)

Inc., 837 F.2d 840, 6 USPQ2d 1025 (Fed. Cr. 1988). The nore so
in this case because it is well-established that one who adopts a
mark simlar to a strong mark of another for the same services
does so at his own peril, and any doubt as to likelihood of
confusion nust be resolved agai nst the newconer and in favor of

the senior user having a strong mark. WR Gace & Co. v.

Herbert J. Meyer Industries, Inc., 190 USPQ 308 (TTAB 1976).

Deci sion: The opposition is sustained and registration to

applicant is refused.



